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DETAILED ACTION 



Response to Amendment 

1 . This action is in response to the amendment filed 3/1 8/2004 that amended claims 
1,8, 15, 20 and 24-25. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1 , 8, 1 5, 20 and 24 have been 
considered but are moot in view of the new ground(s) of rejection. 



3. Claim 15 is objected to because of the following informalities: "at least one 
custom-ordered software products" (6 th line), software products should be in singular 
form. Appropriate correction is required. 



4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 24 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 24 recites "comparing identifiers stored in a memory 
with identifiers of a plurality of software products". It is not clear whether one group of 



Claim Objections 



Claim Rejections - 35 USC §112 
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identifiers is compared to the other group of identifiers or each identifier of one group is 
compared to each identifier of the other group. For examination purposes, the limitation 
is interpreted as "comparing the identifier of each software product of a plurality of 
software products with each of identifiers stored in a memory". 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 24-25 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Yoshida et al. (6,075,862). 

a. Regarding claim 24, Yoshida discloses a method comprising: 

comparing the identifier of each software product of a plurality of software 

products with each of identifiers stored in a memory (col. 6, lines 3-1 1 , 27-40; fig. 6, 

elements 100 and fig. 7, element 61); 

re-installing each software product in a computer system only if its identifier 

matches one identifier stored in the memory, re-installing a software product meets the 

limitation of installing a software product (col. 6, lines 3-1 1 , 27-40); 
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after said re-installing each software product, adding one or more identifiers into 
the memory to install new software products (col. 7, lines 17-20; fig. 9). 
b. Regarding claim 24, Yoshida discloses a serial number of the computer system 
being provided to a software distribution center and used to encrypt the entitlement 
information for a new software product (col. 7, lines 21-28). Yoshida also discloses that 
the entitlement information is decrypted at the customer's computer system using the 
system's serial number (col. 7, lines 42-50). Since the entitlement information, which is 
required to add the identifier of the new software product into the memory (fig. 9), can 
only be decrypted if the serial numbers match, Yoshida's teaching meets the limitation 
of the claim. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoshida in view of Santon et al. (5,058,1 62) and Mullor et al. (6,41 1 ,941 ). 

a. Regarding claim 1 , Yoshida discloses a software delivery system comprising: 

a digital storage device containing a software product, said software product 
having been assigned a unique identifier (fig. 1 , item 10); and 



# 
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a computer system, said computer system having a drive for reading data stored 
on the digital storage device, a processor, a memory unit (fig. 1), said computer system 
having pre-stored before installation of the software product at least one identifier 
corresponding to the identifier of said software product in the memory unit (fig. 1 , item 
13; fig. 9, steps S12-S13); 

whereby when said digital storage device is read by said drive, the software 
product having an identifier which corresponds to the at least one identifier stored in the 
hard drive is loaded onto said computer system (fig. 6 and col. 6, lines 3-1 1 , 27-40; fig. 
9, steps S1 4-1 5). 

Yoshida does not disclose that the digital storage device contains a plurality of 
software products. Santon discloses distributing a digital storage device containing a 
plurality of software products, not all of which a recipient is entitled to (fig. 2; col. 2, lines 
52-64). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the Yoshida system such that the digital storage device 
contains a plurality of software products, not all of which a recipient is entitled to, as 
taught by Stanton; accordingly, the Yoshida computer system would only have the 
identifiers corresponding to the software products that the recipient is entitled to. The 
motivation for dong so would have been to achieve significant cost savings through 
large volume distribution of software (col. 1, lines 30-35). 

Yoshida does not disclose using a non-volatile memory to store the identifiers. 
Mullor discloses using a non-volatile memory to store data regarding software usage 
authorization (col. 1 , lines 48-67). It would have been obvious to one of ordinary skill in 
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the art at the time the invention was made to modify the Yoshida system to use a non- 
volatile memory to store the identifiers, which are software usage authorization data, as 
taught by Mullor. It would be more difficult to tamper with data stored in a non-volatile 
memory (col. 3, lines 4-9). 

b. Regarding claim 2, Yoshida does not disclose that the non-volatile memory may be 
updated to include additional identifiers. Mullor further discloses that the non-volatile 
memory can be updated to include additional records (col. 2, lines 1-5). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the Yoshida system such that the non-volatile memory may be updated to 
include additional identifiers, as taught by Mullor. The motivation for doing so would 
have been that additional software could be used with the computer system. 

c. Regarding claim 3, Yoshida does not disclose that the non-volatile memory is read- 
only memory. Mullor further discloses that the non-volatile memory is read-only 
memory (col. 1 , lines 46-48). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify the Yoshida system such that the non- 
volatile memory is read-only memory, as taught by Mullor. The motivation for doing so 
would have been that data couldn't be removed or modified. 

d. Regarding claim 4, Yoshida does not disclose that the identifier in the non-volatile 
memory is encrypted. Mullor further discloses that the content of the non-volatile 
memory is encrypted, resulting in a stricter verification method (col. 5, lines 25-27; col. 
6, lines 28-39). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the Yoshida system such that the identifiers in the 
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non-volatile memory is encrypted, as suggested by Mullor, in order to achieve a stricter 
verification method. 

e. Regarding claim 5, Yoshida does not disclose that the computer system comprises 
an update module for updating the non-volatile memory to include additional identifiers. 
Mullor further discloses an update module for updating the non-volatile memory to 
include more program names, which meets the limitation of software product identifiers 
(col. 1 , lines 53-58; col. 2, lines 1-5). It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to modify the Yoshida system such that it 
comprises an update module for updating the non-volatile memory to include additional 
identifiers, as suggested by Mullor. The motivation for doing so would have been that 
additional software could be used with the computer system. 

f. Regarding claim 6, Yoshida further discloses that the software delivery system 
comprises a serial number stored in the computer system (fig. 4, item 22). 

g. Regarding claim 7, Yoshida does not disclose that the serial number is stored in the 
non-volatile memory. Mullor further discloses that the serial number is stored in a ROM 
section (col. 1 , lines 46-52). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify the Yoshida system such that the serial 
number is stored in a ROM section, as suggested by Mullor. The motivation for doing 
so would have been that the serial number could not be removed or modified. 

h. Regarding claim 8, it differs from claim 1 in that the digital storage device contains a 
plurality of software modules containing at least one software product and that each of 
the software modules has been assigned a unique identifier. Stanton disclose a digital 
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storage device containing a plurality of software modules containing at least one 
software product and that each of the software modules has been assigned a unique 
identifier (col. 3, lines 46-51). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify the Yoshida such that the digital 
storage device contains a plurality of software modules containing at least one software 
product and that each of the software modules has been assigned a unique identifier, 
as suggested by Stanton. The motivation for doing so would have been that significant 
cost savings could be achieved (col. 1, lines 30-35) and that related software products 
could be accessed together as a software module (col. 3, lines 46-51 ; col. 5, lines 14- 
22). 

i. Regarding claim 9, Yoshida does not disclose that the non-volatile memory may be 
updated to include additional identifiers. Mullor further discloses that the non-volatile 
memory can be updated to include additional records (col. 2, lines 1-5). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the Yoshida system such that the non-volatile memory may be updated to 
include additional identifiers, as taught by Mullor. The motivation for doing so would 
have been that additional software could be used with the computer system, 
j. Regarding claim 10, Yoshida does not disclose that the non-volatile memory is read- 
only memory. Mullor further discloses that the non-volatile memory is read-only 
memory (col. 1 , lines 46-48). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify the Yoshida system such that the non- 
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volatile memory is read-only memory, as taught by Mullor. The motivation for doing so 
would have been that data couldn't be removed or modified. 

k. Regarding claim 1 1 , Yoshida does not disclose that the identifier in the non-volatile 
memory is encrypted. Mullor further discloses that the content of the non-volatile 
memory is encrypted, resulting in a stricter verification method (col. 5, lines 25-27; col. 
6, lines 28-39). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the Yoshida system such that the identifiers in the 
non-volatile memory is encrypted, as suggested by Mullor, in order to achieve a stricter 
verification method. 

I. Regarding claim 12, Yoshida does not disclose that the computer system comprises 
an update module for updating the non-volatile memory to include additional identifiers. 
Mullor further discloses an update module for updating the non-volatile memory to 
include more program names, which meets the limitation of software product identifiers 
(col. 1 , lines 53-58; col. 2, lines 1-5). It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to modify the Yoshida system such that it 
comprises an update module for updating the non-volatile memory to include additional 
identifiers, as suggested by Mullor. The motivation for doing so would have been that 
additional software could be used with the computer system, 
m. Regarding claim 13, Yoshida further discloses that the software delivery system 
comprises a serial number stored in the computer system (fig. 4, item 22). 
n. Regarding claim 14, Yoshida does not disclose that the serial number is stored in 
the non-volatile memory. Mullor further discloses that the serial number is stored in a 
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ROM section (col. 1 , lines 46-52). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify the Yoshida system such that the 
serial number is stored in a ROM section, as suggested by Mullor. The motivation for 
doing so would have been that the serial number could not be removed or modified. 

10. Claims 15-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
O'Connor (5,894,571 ) in view of Day et al (6,01 6,400) and Mullor et al. (6,41 1 ,941 ). 
a. Regarding claim 15, which is representative of claims 20-21, O'Connor discloses a 
process for delivery of custom-ordered software products to a computer system having 
anticipated elements. The process comprises the steps of: 

writing custom-ordered software products onto a digital storage device (col. 4, 
lines 46-49, col. 5, lines 21-25); 

assigning a unique identifier to the digital storage device (col. 6, lines 17-18); 

writing the identifier to an internal storage of the computer system (col. 6, lines 
14-15, 37-40); 

inserting the digital storage device into the computer system (col. 6, lines 29-31); 

reading the identifier stored in the computer system (col. 6, lines 37-39); 

comparing the retrieved identifier with one assigned to the digital storage device 
that contains the custom-ordered software products (col. 6, lines 39-40); 

installing the custom-ordered software products if the identifiers match (col. 6, 
lines 40-41); 
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The O'Connor reference differs from the claimed invention in that the digital 
storage device contains only the custom-ordered software products, and one identifier is 
stored and used for installation verification of all custom-ordered software products 
stored on the digital storage device. Day discloses a process for delivery of custom- 
ordered software products to a computer system, which utilizes a digital storage device 
containing not only the custom-ordered software products for a computer system but 
also other software products that can be installed on that particular computer system 
(col. 3, lines 32-36). Day does not explicitly disclose that each software product in the 
storage device is assigned a unique identifier which is used for installation verification 
purpose, however, this feature is deemed to be inherent to the Day process because it 
is able to identify the custom-ordered software products among other software products 
stored in the storage device and install them onto the computer system (fig. 3, step 
1 1 6). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the process of O'Connor such that the digital storage 
device containing not only the custom-ordered software products for a computer system 
but also other software products that can be installed on that particular computer 
system; and that a unique identifier used for installation verification purpose is assigned 
to each software product in the storage device, as taught by Day. Accordingly the 
software product identifiers of the custom-ordered software product would be stored and 
used for installation verification in place of the identifier assigned to the digital storage 
device. The motivation for doing so would have been that single manufacturing CD 
ROM (and copies thereof) is employed for preloading each computer system 
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irrespective of the required software configuration for the particular computer system 
(col. 3, lines 36-39). ✓ 

O'Connor does not disclose using a non-volatile memory to store the identifiers. 
Mullor discloses using a non-volatile memory to store data regarding software usage 
authorization (col. 1 , lines 48-67). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify the Yoshida system to use a non- 
volatile memory to store the identifiers, which are software usage authorization data, as 
taught by Mullor. It would be more difficult to tamper with data stored in a non-volatile 
memory (col. 3, lines 4-9). 

b. Regarding claim 16, O'Connor fails to teach that the set of software products is 
written onto the digital storage device before the custom-ordered software products is 
ordered. However, Day discloses that a set of software products is written onto the 
digital storage device before the custom-ordered software products is ordered (col. 2, 
lines 30-32; col. 3, lines 32-36). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify the process of O'Connor such that 
the set of software products is written onto the digital storage device before the custom- 
ordered software products is ordered, as taught by Day, to take advantage of the CD 
ROM already present in the system. 

c. Regarding claim 1 7, O'Connor further discloses that the software products are 
tested before they are written onto the digital storage device (col. 4, lines 50-55). 

d. Regarding claim 18, O'Connor does not disclose that the identifier in the non-volatile 
memory is encrypted. Mullor discloses that the content of the non-volatile memory is 
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encrypted, resulting in a stricter verification method (col. 5, lines 25-27; col. 6, lines 28- 
39). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the Yoshida system such that the identifiers in the non- 
volatile memory is encrypted, as suggested by Mullor, in order to achieve a stricter 
verification method. 

e. Regarding claim 1 9, O'Connor further discloses the step of checking the serial 
number of the computer system before installing the custom-ordered software products 
to the computer system (col. 6, lines 9-12, 37-41), which meets the limitation of 
checking the serial number of the computer system before writing the identifiers of the 
custom-ordered software product into the non-volatile memory of the computer system. 

1 1 . Claims 22-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
O'Connor, Day and Mullor as applied to claim 20 above, and further in view of Yoshida. 
O'Connor, Day and Mullor does not disclose that the processor is adapted to execute a 
program that causes the processor to store additional software identifiers in the 
system's storage that were previously not stored in the system's storage and each of 
the additional software identifiers allows installation of one previously unavailable 
software product stored on the removable storage device. Yoshida discloses a 
processor adapted to execute a program that causes the processor to store additional 
software identifiers in the system's storage that were previously not stored in the 
system's storage (fig. 9, step S13). Yoshida further discloses that each of the additional 
software identifier allows installation of one previously unavailable software product 
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stored on the removable storage device (fig. 9, step S15). It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to modify the 
combined system of O'Connor, Day and Mullor system such that additional software 
identifiers are stored in the system's storage and each of the additional software 
identifiers allows installation of a previously unavailable software product stored on the 
removable storage device, as taught by Yoshida, so that new software products can be 
installed on the computer system. 



Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Minh Dinh whose telephone number is 703-306-5617. 
The examiner can normally be reached on Mon - Fri: 9:00 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gilberto Barron can be reached on 703-305-1830. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Minh Dinh 
Examiner 
Art Unit 2132 

MD 

07/16/2004 




